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DETAILED ACTION 

Claims 1-14 are pending. Applicant should note that the examiner for the case 
has changed. 

Election/Restrictions 

Applicant's elections of the species "2-amino-6-substituted purine" as the reacted 
compound in claims 1, 2, and 5; "2-amino-6-halogenopurine" as the 2-amino-6- 
substituted purine in claims 11 and 13; "thymidine" as the 2'-deoxynucleoside in claims 
3, 4, 6, 7, 9, and 14; "nucleoside deoxyribosyl transferase M" as the transferase in 
claims 3, 6, and 9; and "deaminase" as the hydrolase in claims 2, 5, and 8 in the reply 
filed on 1/19/07 are acknowledged. Because applicant did not distinctly and specifically 
point out the supposed errors in the restriction requirement, the election has been 
treated as an election without traverse (MPEP § 818.03(a)). 

Claims 2-7 and 13 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected species, there being no allowable generic or 
linking claim. These claims all recite nonelected species of the compounds and/or 
enzymes or depend entirely from parent claims that do so. Election was made without 
traverse in the reply filed on 1/19/07. 

Examination on the merits will commence at this time on claims 1, 8-12, and 14 
ONLY, to the extent they read on the elected species where applicable. 

Specification 

The abstract of the disclosure is objected to because it comprises more than a 
single paragraph and it is replete with legal language such as that found in claims. The 
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second paragraph also fails to comply with the rules of standard English. Correction is 
required in the form of a replacement abstract with the reply to this Office action. See 
MPEP§ 608.01(b). 

Applicant is reminded of the proper content, language, and format of an abstract 
of the disclosure. 

A patent abstract is a concise statement of the technical disclosure of the patent 
and should include that which is new in the art to which the invention pertains. If the 
patent is of a basic nature, the entire technical disclosure may be new in the art, and the 
abstract should be directed to the entire disclosure. If the patent is in the nature of an 
improvement in an old apparatus, process, product, or composition, the abstract should 
include the technical disclosure of the improvement. In certain patents, particularly 
those for compounds and compositions, wherein the process for making and/or the use 
thereof are not obvious, the abstract should set forth a process for making and/or use 
thereof. If the new technical disclosure involves modifications or alternatives, the 
abstract should mention by way of example the preferred modification or alternative. 

The abstract should not refer to purported merits or speculative applications 
of the invention and should not compare the invention with the prior art. 

Where applicable, the abstract should include the following: 

(1) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) if a mixture, its ingredients; 

(5) if a process, the steps. 

Extensive mechanical and design details of apparatus should not be given. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention." "The disclosure 
describes," etc. 
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Claim Objections 
Claim 10 is objected to because of the following informalities: The word 
"hydrolyzable" is misspelled at line 3. Appropriate correction is required. 

Claim Rejections '35 USC§112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 8-12, and Hare rejected under 35 U.S.C. 112. second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 is drawn to a process for producing 2'-deoxyguanosine (dR-Gua) but 
lacks a step in which dR-Gua is actually produced and a step in which dR-Gua is 
recovered from the reaction mixture. The single step in the claimed method ("reacting") 
does not match the scope of the preamble. Clarification is required. While there is no 
specific rule or statutory requirement which specifically addresses the need for a 
recovery step in a process of preparing a composition, it is clear from the record and 
would be expected from conventional preparation processes that the product must be 
isolated or recovered. Thus, the claims fail to particularly point out and distinctly claim 
the complete process since the recovery step is missing from the claims. Clarification is 
required. The metes and bounds of the claimed process are therefore not clearly 
established or delineated. The examiner suggests that the phrase "to yield 2'- 
deoxyguanosine and recovering said 2'-deoxyguanosine" be added to the claim. 
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Furthermore, claim 1 requires that a 2-amino-6-substituted purine (2-AP) and 2'- 
deoxynucleoside (dR-B) be reacted "in the presence of two enzymes, but the claim 
does not require that these two enzymes actually participate in the reaction. Clarification 
is required. The examiner suggests that "in the presence of be replaced with "with" or, 
at least, that the claim be amended to require that the two particular enzymes recited in 
claim 1 catalyze the reaction between 2-AP and dR-B to yield dR-Gua. 

Claim 10 requires that the 2-AP have "a substituent which is hydrolyzable," but 
the claim provides no point of comparison for this relative term, for example 
"hydrolyzable by £. coli adenosine deaminase." It is not clear which groups are 
considered "hydrolyzable" and which are not. Clarification is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1, 8-10, and 14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Yokozeki et al. (2001 , U.S. Patent 6.197,552; reference AA on 6/25/04 IDS) taken in 
light of information from DBGET ("Reaction R02806," reference U; retrieved from the 
Internet <URL: http://www.genome.ad.jp/dbget-bin/www_bget?reaction+R02806>). 

Yokozeki et al. (2001) teach a process for preparing 2'-deoxyguanosine (dR- 
Gua) by contacting 2.6-diaminopurine (a 2-amino-6-substituted purine in which the 
substitution at position 6 is an amino group) and thymidine (a 2'-deoxyribonucleoside) 
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with a microorganism that produces an enzyme that produces 2,6-diaminopurine-2'- 
deoxyriboside from said 2,6-diaminopurine and thymidine (column 2, lines 7-30 and 45- 
53; column 4, line 63, through column 5, line 5; Example 3 at column 9, line 55, through 
column 10, line 8); and then adding adenosine deaminase to the 2,6-diaminopurine-2'- 
deoxyriboside to yield dR-Gua (column 2, lines 31-37; column 7, lines 22-25; Example 4 
at column 10, lines 10-25). Information from DBGET is cited as evidence that an 
enzyme that produces 2,6-diaminopurine-2'-deoxyriboside from said 2,6-diaminopurine 
and thymidine is inherently a nucleoside deoxyribosyitransferase. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a)'. 

Claims 1, 8-1.2, and 14 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Yokozeki et al. (2001) taken in view of information from DBGET 

(reference U), Yokozeki et al. (1989, U.S. Patent 4,835,104; reference A), and Burns et 



al. (1997, U.S. Patent 5,637,574; reference B). 
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As discussed above In the rejection under 35 U.S.C. § 102, Yokozeki et al. 
(2001) teach a process for preparing 2'-deoxyguanosine (dR-Gua) by contacting 2,6- 
diaminopurine (a 2-amino-6-substituted purine in which the substitution at position 6 is 
an amino group) and thymidine (a 2'-deoxyribonucleoside) with a microorganism that 
produces an enzyme that produces 2,6-diaminopurine-2'-deoxyriboside from said 2,6- 
diaminopurine and thymidine (column 2, lines 7-30 and 45-53; column 4, line 63, 
through column 5, line 5; Example 3 at column 9, line 55, through column 10, line 8); 
and then adding adenosine deaminase to the 2,6.-diaminopurine-2'-deoxyriboside to 
yield dR-Gua (column 2, lines 31-37; column 7, lines 22-25; Example 4 at column 10, 
lines 10-25). 

Information frorri DBGET is cited as evidence that an enzyme that produces 2,6- 
diaminopurine-2'-deoxyriboside from said 2,6-diaminopurine and thymidine is inherently 
a nucleoside deoxyribosyltransferase. 

Yokozeki et al. (2001) do not teach or suggest a process in which the 2-amino-6- 
substituted purine is a 2-amlno-6-halogenopurine, specifically 2-amino-6-chloropurine, 
as in claims 11 and 12. 

Yokozeki et al. (1989) teach a process for preparing 2',3'-dideoxyguanosine by 
contacting a microorganism with a base and 2',3'-dideoxyuridine (column 5, lines 16-27; 
column 8, line 66, through column 9, line 3; claim 10). The microorganism used in the 
process of Yokozeki et al. (1989) produces an enzyme that transfers the ribosyl group 
of 2',3'-dideoxyuridine to the base (column 5, lines 25-27; and column 8, lines 18-26). 
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The base of Yokozeki et al. (1989) may be 2,6-diaminopurine or 2-amino-6-chloropurine 
(column 6. line 67. through column 7, line 9, especially lines 2-3). 

Burns et al. teach that a chloro group at the 6-position of purines is a reactive 
leaving group that facilitates nucleophilic substitution at the 6-position (column 10, lines 
38-41). 

A person of ordinary skill in the art would have had a reasonable expectation of 
success in substituting 2-amino-6-chloropurine for 2,6-diaminopurine in the process of 
Yokozeki et al. (2001) because Yokozeki et al. (1989) teach that 2-amino-6-chloropurine 
and 2,6-diaminopurine are functional equivalents in ribosyltransferase-catalyzed 
reactions. The skilled artisan would have been motivated to substitute 2-amino-6- 
chloropurine for 2,6-diaminopurine because Burns et al. teach that a chloro group at the 
6-position of a purine is reactive. 

The selection of substituted base in the method of Yokozeki et al. (2001) would 
have been a routine matter of optimization on the part of the artisan of ordinary skill, 
said artisan recognizing that Yokozeki et al. (1989) establish 2-amino-6-chloropurine 
and 2,6-diaminopurine as functional equivalents in ribosyltransferase-catalyzed 
reactions. A holding of obviousness over the cited claims is therefore clearly required. 

Therefore, the invention as a whole would have been prima facie obvious to a 
person of ordinary skill at the time the invention was made. 

No claims are allowed. No claims are free of the art. 

Applicant is requested to specifically point out the support for any amendments 
made to the disclosure in response to this Office action, including the claims (MPEP 
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714.02 and 2163.06). Due to the procedure outlined in MPEP § 2163.06 for interpreting 
claims, it is noted that other art may be applicable under 35 U.S.C. § 102 or 35 U.S.C. § 
103(a) once the aforementioned issue(s) is/are addressed. 

Applicant is requested to provide a list of all copending U.S. applications that set 
forth similar subject matter to the present claims. A copy of such copending claims is 
requested in response to this Office action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lora E. Barnhart whose telephone number is 571-272- 
1928. The examiner can normally be reached on Monday-Thursday, 9:00am - 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Wityshyn can be reached on 571-272-0926. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Lora E Barnhart 



